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DETAILED ACTION 

At the onset of the instant restriction, the examiner would like to note that claims 42 and 
43, which are "Use claims", have been grouped with the compounds/compositions of groups I- 
XII. Additionally, it is noted that claim 48 is listed 2 times, and these claims will be grouped 
together as set forth below. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1, 22, and 42-43, drawn to compounds and compositions comprising 
formula I, II, or III where Z is O and B is a purine, classified in class 514, 
subclass 45. 

II. Claims 1, 22, and 42-43, drawn to compounds and compositions comprising 
formula I, II, or III where Z is CH 2 and B is a purine, classified in class 514, 
subclass 263.1. 

III. Claims 1, 2, 6-7, 16-17, 19-22, 42-43, and 52-53, drawn to compounds and 
compositions comprising formula I, II, or III where Z is 0 and B is a pyrimidine, 
classified in class 514, subclass 49. 

IV. Claims 1-2, 6-7, 16, 18, 20, 22, and 42-43, drawn to compounds and compositions 
comprising formula I, II, or III where Z is CH 2 and B is a pyrimidine, classified 
in class 514, subclass 256. 
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V. Claims 1, 22, and 42-43, drawn to compounds and compositions comprising 
formula IV where Z is O and B is a purine, classified in class 514, subclass 45. 

VI. Claims 1, 22, and 42-43, drawn to compounds and compositions comprising 
formula IV where Z is CH2 and B is a purine, classified in class 514, subclass 
263.1. 

VII. Claims 1-9, 11, 13-15, 22, and 42-43, drawn to compounds and compositions 
comprising formula IV where Z is O and B is a pyrimidine, classified in class 
514, subclass 49. 

VIII. Claims 1-8, 10, 12-15, 22, and 42-43, drawn to compounds and compositions 
comprising formula IV where Z is CH 2 and B is a pyrimidine, classified in class 
514, subclass 256. 

IX. Claims 1, 22, 42, and 43, drawn to compounds and compositions comprising 
formula V where Z is O and B is a purine, classified in class 514, subclass 45. 

X. Claims 1, 22, 42, and 43, drawn to compounds and compositions comprising 
formula V where Z is CH 2 and B is a purine, classified in class 514, subclass 
263.1. 

XL Claims 1, 22, 42, and 43, drawn to compounds and compositions comprising 
formula V where Z is O and B is a pyrimidine, classified in class 514, subclass 
49. 

XII. Claims 1, 22, 42, and 43, drawn to compounds and compositions comprising 

formula V where Z is CH2 and B is a pyrimidine, classified in class 514, subclass 
256. 
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XIII. Claims 23-25, drawn to compositions comprising the compounds of group I and 
an additional anti-HIV agent, classified in class 514, subclass 45. 

XIV. Claims 23-25, drawn to compositions comprising the compounds of group II and 
an additional anti-HIV agent, classified in class 514, subclass 263.1. 

XV. Claims 23-25, drawn to compositions comprising the compounds of group III and 
an additional anti-HIV agent, classified in class 514, subclass 49. 

XVI. Claims 23-25, drawn to compositions comprising the compounds of group IV and 
an additional anti-HIV agent, classified in class 514, subclass 256. 

XVII. Claims 23-25, drawn to compositions comprising the compounds of group V and 
an additional anti-HIV agent, classified in class 514, subclass 45. 

XVIII. Claims 23-25, drawn to compositions comprising the compounds of group VI and 
an additional anti-HIV agent, classified in class 514, subclass 263.1. 

XIX. Claims 23-25, drawn to compositions comprising the compounds of group VII 
and an additional anti-HIV agent, classified in class 514, subclass 49. 

XX. Claims 23-25, drawn to compositions comprising the compounds of group VIII 
and an additional anti-HIV agent, classified in class 514, subclass 256. 

XXI. Claims 23-25, drawn to compositions comprising the compounds of group IX and 
an additional anti-HIV agent, classified in class 514, subclass 45. 

XXII. Claims 23-25, drawn to compositions comprising the compounds of group X and 
an additional anti-HIV agent, classified in class 514, subclass 263.1. 

XXIII. Claims 23-25, drawn to compositions comprising the compounds of group XI and 
an additional anti-HIV agent, classified in class 514, subclass 49. 
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XXIV. Claims 23-25, drawn to compositions comprising the compounds of group XII 
and an additional anti-HIV agent, classified in class 514, subclass 256. 

XXV. Claims 26-28, drawn to methods of treating viral infections by administering a 
compound of group I, classified in class 514, subclass 45. 

XXVI. Claims 26-28, drawn to methods of treating viral infections by administering a 
compound of group II, classified in class 514, subclass 263.1. 

XXVII. Claims 26-28, drawn to methods of treating viral infections by 
administering a compound of group III, classified in class 514, subclass 49. 

XXVIII. Claims 26-28, drawn to methods of treating viral infections by 
administering a compound of group IV, classified in class 514, subclass 256. 

XXIX. Claims 26-28, drawn to methods of treating viral infections by administering a 
compound of group V, classified in class 514, subclass 45. 

XXX. Claims 26-28, drawn to methods of treating viral infections by administering a 
compound of group VI, classified in class 514, subclass 263.1. 

XXXI. Claims 26-28, drawn to methods of treating viral infections by administering a 
compound of group VII, classified in class 514, subclass 49. 

XXXII. Claims 26-28, drawn to methods of treating viral infections by 
administering a compound of group VIII, classified in class 514, subclass 256. 

XXXIIL Claims 26-28, drawn to methods of treating viral infections by 

administering a compound of group IX, classified in class 514, subclass 45. 

XXXIV. Claims 26-28, drawn to methods of treating viral infections by 

administering a compound of group X, classified in class 514, subclass 263.1. 
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XXXV. Claims 26-28, drawn to methods of treating viral infections by 
administering a compound of group XI, classified in class 514, subclass 49. 

XXXVI. Claims 26-28, drawn to methods of treating viral infections by 
administering a compound of group XII, classified in class 514, subclass 256. 

XXXVII. Claims 29-3 1 , drawn to methods of treating viral infections by 
administering a combination of group XIII, classified in class 514, subclass 45. 

XXXVIII. Claims 29-3 1 , drawn to methods of treating viral infections by 
administering a combination of group XIV, classified in class 514, subclass 263.1. 

XXXIX. Claims 29-3 1 , drawn to methods of treating viral infections by 
administering a combination of group XV, classified in class 514, subclass 49. 

XL. Claims 29-3 1 , drawn to methods of treating viral infections by administering a 

combination of group XVI, classified in class 514, subclass 256. 
XLI. Claims 29-3 1, drawn to methods of treating viral infections by administering a 

combination of group XVII, classified in class 514, subclass 45. 
XLIL Claims 29-31, drawn to methods of treating viral infections by administering a 

combination of group XVIII, classified in class 514, subclass 263.1. 
XLIII. Claims 29-31, drawn to methods of treating viral infections by administering a 

combination of group XIX, classified in class 514, subclass 49. 
XLIV. Claims 29-31, drawn to methods of treating viral infections by administering a 

combination of group XX, classified in class 514, subclass 256. 
XLV. Claims 29-3 1 , drawn to methods of treating viral infections by administering a 

combination of group XXI, classified in class 514, subclass 45. 
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XLVI. Claims 29-31, drawn to methods of treating viral infections by administering a 

combination of group XXII, classified in class 514, subclass 263.1. 
XLVII. Claims 29-31, drawn to methods of treating viral infections by administering a 

combination of group XXIII, classified in class 514, subclass 49. 
XLVIII. Claims 29-3 1 , drawn to methods of treating viral infections by 

administering a combination of group XXIV, classified in class 514, subclass 256. 
XLIX. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group I, classified in class 

514, subclass 45. 

L. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 
of a viral infection by administering the compounds of group II, classified in class 
514, subclass 263.1. 

LI. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group III, classified in 

class 514, subclass 49. 
LII. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group IV, classified in 

class 514, subclass 256. 
LIII. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group V, classified in class 

514, subclass 45. 
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LIV. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group VI, classified in 

class 514, subclass 263.1. 
LV. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group VII, classified in 

class 514, subclass 49. 
LVL Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group VIII, classified in 

class 514, subclass 256. 
LVIL Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group IX, classified in 

class 514, subclass 45. 
LVIII. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group X, classified in class 

514, subclass 263.1. 

LIX. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group XI, classified in 

class 514, subclass 49. 
LX. Claims 32-34, drawn to methods of reducing the likelihood or delaying the onset 

of a viral infection by administering the compounds of group XII, classified in 

class 514, subclass 256. 
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LXI. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XIII, classified in class 514, 
subclass 45. 

LXII. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XIV, classified in class 514, 
subclass 263. 1. 

LXIII. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XV, classified in class 514, 
subclass 49. 

LXIV. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XVI, classified in class 514, 
subclass 256. 

LXV. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XVII, classified in class 514, 
subclass 45. 

LXVI. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XVIII, classified in class 514, 
subclass 263.1. 

LXVII.Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XIX, classified in class 514, 
subclass 49. 



Application/Control Number: 1 0/78 1 ,305 Page 1 0 

Art Unit: 1623 

LXVIH. Claims 35-37, drawn to methods of reducing the likelihood or delaying the 
onset of HIV by administering the combinations of group XX, classified in class 
514, subclass 256. 

LXIX. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XXI, classified in class 514, 
subclass 45. 

LXX. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XXII, classified in class 514, 
subclass 263.1. 

LXXL Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XXIII, classified in class 514, 
subclass 49. 

LXXII. Claims 35-37, drawn to methods of reducing the likelihood or delaying the onset 
of HIV by administering the combinations of group XXIV, classified in class 514, 
subclass 256. 

LXXIII. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group I, classified in class 514, subclass 45. 

LXXIV. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group II, classified in class 514, subclass 263.1. 
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LXXV. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 

delaying the onset of a condition secondary to a virus infection using the 
compound of group III, classified in class 514, subclass 49. 

LXXVI. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group IV, classified in class 514, subclass 256. 

LXXVIL Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group V, classified in class 514, subclass 45. 

LXXVIIL Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group VI, classified in class 514, subclass 263.1. 

LXXIX. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group VII, classified in class 514, subclass 49. 

LXXX. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 

delaying the onset of a condition secondary to a virus infection using the 
compound of group VIII, classified in class 514, subclass 256. 

LXXXI. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group IX, classified in class 514, subclass 45. 
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LXXXEL Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group X, classified in class 514, subclass 263.1. 

LXXXIII. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group XI, classified in class 514, subclass 49. 

LXXXIV. Claims 38-39, drawn to methods of preventing, reducing the likelihood, or 
delaying the onset of a condition secondary to a virus infection using the 
compound of group XII, classified in class 514, subclass 256. 

LXXXV. Claims 40-41, drawn to methods of treating a patient with HIV with 

combination therapy using the compositions of group XIII, classified in class 514, 
subclass 45. 

LXXXVI. Claims 40-41, drawn to methods of treating a patient with HIV with 

combination therapy using the compositions of group XIV, classified in class 514, 
subclass 263.1. 

LXXXVII. Claims 40-41 , drawn to methods of treating a patient with HIV with 

combination therapy using the compositions of group XV, classified in class 514, 
subclass 49. 

LXXXVIII. Claims 40-41 , drawn to methods of treating a patient with HIV with 

combination therapy using the compositions of group XVI, classified in class 514, 
subclass 256. 
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LXXXIX. Claims 40-41 , drawn to methods of treating a patient with HIV with 

combination therapy using the compositions of group XVII, classified in class 
514, subclass 45. 

XC. Claims 40-41, drawn to methods of treating a patient with HIV with combination 
therapy using the compositions of group XVIII, classified in class 514, subclass 
263.1. 

XCI. Claims 40-41 , drawn to methods of treating a patient with HIV with combination 

therapy using the compositions of group XIX, classified in class 514, subclass 49. 
XCII. Claims 40-41 , drawn to methods of treating a patient with HIV with combination 

therapy using the compositions of group XX, classified in class 514, subclass 256. 
XCIII. Claims 40-41, drawn to methods of treating a patient with HIV with combination 

therapy using the compositions of group XXI, classified in class 514, subclass 45. 
XCIV. Claims 40-41, drawn to methods of treating a patient with HIV with combination 

therapy using the compositions of group XXII, classified in class 514, subclass 

263.1. 

XCV. Claims 40-41 , drawn to methods of treating a patient with HIV with combination 
therapy using the compositions of group XXIII, classified in class 514, subclass 
49. 

XCVI. Claims 40-41, drawn to methods of treating a patient with HIV with combination 
therapy using the compositions of group XXXIV, classified in class 514, subclass 
256. 
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XCVII. Claims 44-45, drawn to a method for making the compound of claim 44, 

classified in class 536, subclass 28.1. 

XCVIII. Claims 46-47, drawn to methods of making the compound of claim 46, 
classified in class 536, subclass 28.1. 

XCDC Claims 48-49, drawn to methods of making the compound of claim 48, classified 
in class 536, subclass 28.1. 

C. Claims 50-51, drawn to methods of making the compound of claim 50, classified 
in class 536, subclass 28.1. 
The inventions are distinct, each from the other because of the following reasons: 

Groups I-XII are independent and distinct from each other as they are drawn to 
compounds which have divergent moieties in the Z position and in the B position. Moreover, 
formulas I-V are different as the hydroxy groups optionally being on the 2' and/or 3' position of 
formulas I, II, and III are not required for groups IV and V, wherein groups IV and V have a 
double bond between the 2' and 3' positions and also optionally contain various non-hydroxy 
groups. Each of groups I-XII is directed to or involves the use of compounds which have 
divergent sugars, as well as divergent B and Z-groups that are recognized in the art as being 
distinct from one another because of their diverse chemical structure, their different chemical 
properties, modes of action, different effects, and reactive conditions. Additionally, the level of 
skill in the art is not such that one invention would be obvious over the other, i.e., they are 
patentable over each other. Chemical structures which are similar are presumed to function 
similarly, while chemical structures which are not similar are not presumed to function similarly. 
The presumption even for similar chemical structures though is not irrefutable, but may be 
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overcome by scientific reasoning or evidence showing that the structure of the prior art would 
not have been expected to function as the structure of the claimed invention. Note that in 
accordance with the holding of Application ofPapesclu 50 CCPA 1084, 315 F.2d 381, 137 
USPQ 43 (CCPA 1963), and In re Lalu % 223 USPQ 1257 (Fed. Cir. 1984), chemical structures 
are patentably distinct where structures are either not structurally similar, or the prior art fails to 
suggest a function of a claimed compound would have been expected from a similar structure. 

Groups I-XII and XIII-XXIV are directed to related products. It is noted that the products 
of Groups I-XII require only one active agent to be contained therein, and the products of Groups 
XIII-XXIV require the compounds of Groups I-XII and an additional agent. It is noted that a 
reference anticipating or rendering obvious the compounds/compositions of Groups I-XII would 
not necessarily anticipate or render obvious the compositions of Groups XIII-XXIV. As such, a 
further search and consideration would be required. 

Inventions I-XII and XXV-XXXVI are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process for using the product of group I as 
claimed can be practiced with another materially different product, such as with the products of 
groups II-XII. Likewise the products can be used in a different method, such as in the methods of 
groups XLIX-LX. 
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Inventions I-XH and XXXVII-XLVIII are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process as claimed can be practiced with 
another materially different product, such as with the products of groups I-XIL Likewise the 
products can be used in a different method, such as in the methods of groups LXI-LXXII. 

Inventions I-XII and XLIX-LX are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the process for 
using the product as claimed can be practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case, the process for using the product of group I as claimed can be 
practiced with another materially different product, such as with the products of groups II-XIL 
Likewise the products can be used in a different method, such as in the methods of groups XXV- 
XXXVI. 

Inventions I-XII and LXI-LXXII are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process as claimed can be practiced with 
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another materially different product, such as with the products of groups I-XIL Likewise the 
products can be used in a different method, such as in the methods of groups XXXVII-XLVIIL 

Inventions I-XII and LXXIII-LXXXIV are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process for using the product of group I as 
claimed can be practiced with another materially different product, such as with the products of 
groups II-XIL Likewise the products can be used in a different method, such as in the methods of 
groups XXV-XXXVL 

Inventions I-XII and LXXXV-XCVI are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process as claimed can be practiced with 
another materially different product, such as with the products of groups I-XII. Likewise the 
products can be used in a different method, such as in the methods of groups XXXVII-XLVIIL 

Inventions I-XII and XCVII-C are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the process as 
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claimed can be used to make another and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case the compounds can be made by a materially different process, such as with the other 
groups XCVIII-C. 

Groups 25-36, 37-48, 49-60, 61-72, 73-84, and 85-96 are patentably distinct. It is noted 
that the various groups require either 1 active agent, or 2 active agents. A reference anticipating 
or rendering obvious one groups would not necessarily anticipate or render obvious the others, as 
applicants have claimed: groups 25-36 - methods of treating a viral infection in a patient (i.e., 
patients have a disease) using a single active agent; groups 37-48 - methods of treating HIV 1 or 
2 with a combination of active agents; groups 49-60 - methods of reducing the likelihood or 
delaying the onset of a viral infection (i.e., patients do not have a disease) using a single active 
agent; groups 61-72- methods of reducing the likelihood or delaying the onset of an HIV 1 or 2 
infection using a combination of agents; groups 73-84 - methods of preventing, reducing the 
likelihood, or delaying the onset of a condition secondary to a virus infection using a single 
agent; and groups 85-96 - methods of treating a patient for an HIV infection with a combination 
of agents. As set forth supra, a reference anticipating or rendering obvious one of the above 
groups would not necessarily anticipate or render obvious the others. 

Because these inventions are distinct for the reasons given above and the search required 
for one Group is not required for another Group, restriction for examination purposes as 
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indicated is proper. It would indeed impose an undue burden upon the examiner in charge of this 
application if the instant restriction requirement were not set forth. 

Claims 1-49 are generic to the following disclosed patentably distinct species: comprising 
a plethora of divergent compounds represented by the Markush group of formulas I-V. 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even though this 
requirement is traversed. By a single species it is meant a single compound. The compound may 
be named in any of four ways: 1) according to IUPAC standard, 2) by a pictorial representation 
of the compound, 3) by setting forth the specific chemical group that each variable of the 
Markush group represents, or 4) by naming a claim or an example which itself sets forth a single 
compound. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Due to the complexity of the instant restriction requirement, no telephone call was made 
to applicants to request an oral election to the above restriction requirement. 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species or invention to be examined even though the requirement be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 
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The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and a product claim is subsequently found 
allowable, withdrawn process claims that depend from or otherwise include all the limitations of 
the allowable product claim will be rejoined in accordance with the provisions of MPEP § 
821.04. Process claims that depend from or otherwise include all the limitations of the 
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patentable product will be entered as a matter of right if the amendment is presented prior to 
final rejection or allowance, whichever is earlier. Amendments submitted after final rejection 
are governed by 37 CFR 1.116; amendments submitted after allowance are governed by 37 CFR 
1.312. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103, and 112. Until an elected product claim is found allowable, an otherwise proper restriction 
requirement between product claims and process claims may be maintained. Withdrawn process 
claims that are not commensurate in scope with an allowed product claim will not be rejoined. 
See "Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In re 
Brouwer and 35 U.S.C. § 103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order to 
retain the right to rejoinder in accordance with the above policy, Applicant is advised that the 
process claims should be amended during prosecution either to maintain dependency on the 
product claims or to otherwise include the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. 

Further, note that the prohibition against double patenting rejections of 35 U.S.C. 121 
does not apply where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP § 804.01. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Traviss C. Mcintosh whose telephone number is 571-272-0657. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia A. Jiang can be reached on 571-272-0627. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Traviss Mcintosh Shaojia A. Jiang 

April 24, 2006 Supervisory Patent Examiner 

Art Unit 1623 



